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DETAILED ACTION 

Information Disclosure Statement 

1 . The Information Disclosure Statement filed on 31 November 2003 has been 
considered. An initialed copy of the Form 1449 is enclosed herewith. 

Status of Claims 

2. This action is in reply to the non-provisional application filed on 01 October 2003. 

3. Claims 17 and 18 have been added by preliminary amendment on 22 March 
2004. 

4. Claims 1-18 are currently pending, have been examined, and are rejected. 

Claim Rejections • 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1, 2, 4-13, and 17 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. As per Claims 1 and 17, 
the limitations recite an abstract idea and therefore are unpatentable. It has been held 
that the question in determining the patentability of a method is whether it is a process 
within the meaning of the Patent Act: " 'Abstract ideas' ... fall beyond the broad reaches 
of patentable subject matter under §101" In re Comsikey, Fed. Cir. 2007. However, if 
the abstract idea, as employed in a process, is embodied in a machine, manufacture, or 
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composition of matter, then it may satisfy the 101 burden. In re Comiskey, Fed. Cir. 
2007. Since claims 2 and 4-13 are dependent on Claim 1, they are rejected for the 
same reasons. 

7. Claims 6 and 9-13 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The instant claims recite the 
following limitations: 

■ Claim 6: wherein the qualifying status must take place in one 24-hour 
trip to the casino 

■ Claim 9: wherein the first number of points awarded and the 
additional points awarded are doubled for the player during a 
designated time period when either of the first or at least one second 
game is played. 

■ Claim 10: where the designated time is on a weekday 

■ Claim 1 1 : where the designated time is after midnight 

■ Claim 12: where the designated time is on a birthday of the player 
None of these claims are a machine, manufacture, process, or composition of matter. 
Certain types of descriptive material, such as music, literature, art, photographs, and 
mere arrangements or compilations of facts or data, without any functional 
interrelationship do not fall within one of the four statutory categories. MPEP §21 06.01 . 
These generally constitute non-descriptive functional material and, therefore, are given 
no patentable weight. 
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Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 2 and 14 - 16 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

10. Claim 2 recites the limitation "wherein the first game and the at least one second 
game are slot machines." Claim 1, from which Claim 2 depends, recites in the 
preamble "a method of rewarding players of a table game." Since Applicant is limiting 
the casino games to "table games" in Claim 1 , it is unclear how the first and second 
games can be slot machine games. For purposes of this examination, the Examiner 
interprets this claim as including all casino games. 

11. Claim 14 recites the limitation "the promotional period" in lines 12-13. There is 
insufficient antecedent basis for this limitation in the claim. Since claims 15 and 16 are 
dependent on the instant claim, they are rejected for the same reasons. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Examiner's Note: The Examiner has pointed out particular references contained in the 
prior art of record within the body of this action for the convenience of the Applicant. 
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Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply. Applicant, in preparing the response, should consider fully the entire 
reference as potentially teaching all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the Examiner. 

13. Claims 1-5, 7, 8, 14, 17, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Boushy, Patent No. US 5,761,647 issued on 2 June 1998 ("Boushy"). 

14. Claims 1 and 17: 

■ Boushy teaches: 

o establishing a first casino game to be part of a reward program 

(see at least column 2, line 64 - column 3, line 3 wherein 

"gaming activities" reads on casino game) 
o placing a wager on the first game by a player (see at least 

column 11, lines 28-32) 
o recording the first number of points (see at least column 1 1 , 

lines 3-5) 

o accumulating additional points that are added to the first number 
of points so as to place the player at a first reward level (see at 
least paragraph column 12, lines 29 - 32 wherein the tiered 
point system reads on added to the first number of points and 
column 3, lines 10-13 wherein the points can be used for gifts 
and services) 
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o accumulating additional points by playing the first game or at 
least one second game the additional points being recorded so 
that they are added to the points used to reach the first reward 
level so as to form a cumulative amount of points (see at least 
paragraph column 12, lines 29 - 32 wherein the tiered point 
system reads on added to the first number of points and column 
3, lines 10 -13 wherein the points can be used for gifts and 
services) 

o further adding to the cumulative amount of points so as to 
exceed a second predetermined amount of points which puts 
the player at a second reward level (see at least paragraph 
column 12, lines 29 - 32 wherein the tiered point system reads 
on added to the first number of points and column 3, lines 10 - 
13 wherein the points can be used for gifts and services) 
■ Boushy does not explicitly teach: 

o awarding a first number of points to the player (see at least 
column 12, lines 5 - 15 wherein ) 

o presenting the player with a choice to choose a first gift after 
reaching the first reward level (see at least Figure 3) 

o after reaching the second reward level, presenting the player 
with a choice to choose a second gift (see at Figure 3). 
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■ However, under the principles of inherency, since the reference 
invention necessarily performs the method claimed, the method 
claimed is considered to be anticipated by the reference invention. 
MPEP § 21 12.02. As evidence tending to show inherency, it is noted 
that under a tiered point system, a first number of points would have to 
be awarded in order to initiate the reward system. Furthermore, where 
gifts are presented, the initial gift presented to the player would be the 
"first gift" and subsequent gifts would be the second, third, and fourth 
gifts (see at least column 12, lines 29 - 32). 

15. Claim 2: Boushy teaches the method of Claim 1 as set forth above. Boushy 
further teaches wherein the first game and the at least one second game are slot 
machines (see at least column 1, lines 23 - 27). 

16. Claim 3: Boushy teaches the method of Claim 1 as set forth above. Boushy 
further teaches the use of a data card either preceding or following said placing of a 
wager so as to communicate information of the player (see at least column 1, lines 23 - 
27). 

17. Claim 4: Boushy teaches the method of Claim 1 as set forth above. Boushy 
does not explicitly teach wherein the second gift is of a greater monetary value than the 
first gift (see at least paragraph 0050). However, under the principles of inherency, 
since the reference invention necessarily performs the method claimed, the method 
claimed is considered to be anticipated by the reference invention. MPEP § 21 12.02. 
As evidence tending to show inherency, it is noted that each point represents a 
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monetary value to the player (see at least column 3, lines 13-16) and in a tiered point 
system, the higher tiered points would have a greater monetary value and, therefore, 
provide more valuable gifts (see at least column 12, lines 29 - 32). 

18. Claim 5: Boushy teaches the method of Claim 1 as set forth above. Boushy 
does not explicitly teach wherein said player must first obtain a qualifying status before 
being eligible to reach the first reward level, the qualifying status being obtained by 
acquiring a predetermined amount of points. However, the limitation of this claim is 
inherent for the same reasons as stated above with Claim 4 and, therefore, is rejected 
for the same reason. 

1 9. Claim 7: Boushy teaches the method of Claim 1 as set forth above. Boushy 
does not explicitly teach wherein after reaching a predetermined reward level, which is 
higher than said second reward level the player can choose from limited edition gifts 
and standard gifts, wherein the number of standard gifts is greater than the number of 
limited edition gifts. Hovyever, the limitation of this claim is inherent for the same 
reasons as stated above with Claim 4 and, therefore, is rejected for the same reason. 

20. Claim 8: Boushy teaches the method of Claim 1 as set forth above. Boushy 
does not explicitly teach wherein said method is practiced for only a limited amount of 
days at the casino. However, under the principles of inherency, since the reference 
invention necessarily performs the method claimed, the method claimed is considered 
to be anticipated by the reference invention. MPEP § 2112.02. As evidence tending.to 
show inherency, and in view of the lack of a specific definition of a limited amount of 
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days," it is noted that there are only a limited amount of days in a year. Therefore, the 
method could only be practiced within a limited amount of days. 
21. Claims 14 and 18: 

■ Boushy teaches: 

o a plurality of casino games (see at least column 2, Iine3s 24 - 
27 disclosing the use of a customer cards with a plurality of 
games such as slots and gaming tables) 

o an input device for receiving information pertaining to a player 
(see at least column 1 , lines 18 -27 wherein gaming cards are 
specific to each customer and inputting into a card reader at. 
each gaming table) 

o a compensation machine (see at least column 8, lines 18-25 
wherein it is determined if a player qualifies for a "comp") 

o means for outputting points of the player from the plurality of 
casino games to said compensation machine (see at least 
column 1, lines 18-21 wherein the membership card provides 
the player an account holding their accumulated points) 

o means for viewing at the compensation machine, a status of the 
player said status including a total amount of points that the 
player has accumulated; and an amount of points needed to 
reach at least one of a plurality of reward levels wherein said 
total amount of points is representative of all points acquired 
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during the promotional period and if the player has surpassed 
one of said plurality of reward levels, the total amount of points 
is equal to the amount of points needed to surpass said one of 
said plurality of reward levels plus the amount of points obtained 
in addition to the amount of points needed to surpass said one 
of said plurality of reward levels (see at least Figure 3 wherein 
the casino management system includes Kiosks which in at 
least column 8, lines 15 - 18 it is disclosed that players can 
check on their activity points or comp availability) 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. . 
Patentability shall not be negatived by the manner in which the invention was made. 

23. Claims 6, 9-13, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boushy. 

24. Claim 6: Boushy teaches the method of Claim 5 as set forth above. Boushy 
does not teach wherein the qualifying status must take place in one 24-hour trip to. the 
casino. However, since a casino would want to provide an incentive for a player to visit 
and play again as soon as possible to increase the patronage at the venue, it would 
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have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made to add the instant limitation with the teachings of Boushy. 

25. Claim 9: Boushy teaches the method of Claim 5 as set forth above. Boushy 
does not teach wherein the first number of points awarded and the additional points 
awarded are doubled for the player during a designated time period when either of the 
first or at least one second game is played. However, since a casino would want to 
provide an incentive for a player to visit and play again as soon as possible to increase 
the patronage at the venue by, for example, providing bonus points (see at least column 
12, line 26 - 28), it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to add the instant limitation with the teachings of 
Boushy. 

26. Claim 10: Boushy teaches the method of Claim 9 as set forth above. Boushy 
does not teach where the designated time is on a weekday. However, since a casino 
would want to provide an incentive for a player to visit and play again anytime and 
everyday in order to increase the patronage at the venue by, for example, providing 
bonus points (see at least column 12, line 26 - 28), it would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made to add the 
instant limitation with the teachings of Boushy. 

27. Claim 11: Boushy teaches the method of Claim 9 as set forth above. Boushy 
does not teach where the designated time is after midnight. However, since a casino 
would want to provide an incentive for a player to visit and play again anytime and 
everyday in order to increase the patronage at the venue by, for example, providing 
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bonus points (see at least column 12, line 26 - 28), it would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made to add the 
instant limitation with the teachings of Boushy. 

28. Claim 12: Boushy teaches the method of Claim 9 as set forth above. Boushy 
does not teach where the designated time is on a birthday of the player. However, 
since a casino would want to provide an incentive for a player to visit and play again, 
anytime and everyday in order to increase the patronage at the venue by, for example, 
providing bonus points (see at least column 12, line 26 - 28), it would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to add 
the instant limitation with the teachings of Boushy. 

29. Claim 13: Boushy teaches the method of Claim 1 as set forth above. Boushy 
does not teach wherein the player can reach up to eighteen total reward levels. 
However, Boushy teaches a plurality of rewards based on the betting activity of the 
player (see at least column 1, lines 15-18). Therefore, since the instant limitation 
provides for a plurality of rewards without any unexpected results (see MPEP 2144.04 
VI B), it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to add the instant limitation with the teachings of Boushy. 

30. Claim 15: Boushy teaches the system of Claim 14 as set forth above. Boushy 
does not teach wherein said compensation machine depicts a photo of gifts available at 
various ones of the plurality of reward levels. However, Boushy discloses a reward 
system to players wherein points can be redeemed for gifts and services as part of a 
casino's promotional scheme (see at least column 3, lines 8 - 22). Therefore, since 
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depicting photos of gifts available to players aids in furthering a promotion, it would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was 
made to add the instant limitation with the teachings of Boushy. 
31 . Claim 16: Boushy teaches the system of Claim 14 as set forth above. Boushy 
does not teach wherein said compensation machine includes a redeem button that the 
player actuates after reaching one of said plurality of reward levels to obtain a gift 
receipt. However, Boushy discloses a reward system wherein points can be redeemed 
for gifts and services as part of a casino's promotional scheme (see at least column 3, 
lines 8 - 22) by, for example, obtaining a comp voucher (see at least column 10, lines 
47 - 50). Therefore, since a redeem button is placed on a machine for casino efficiency 
and customer convenience, it would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made to add the instant limitation with the 
teachings of Boushy. 
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Conclusion 

32. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

■ Boushy, Patent No. US 6,003,013 issued on 14 December 1999 which 
teaches customer worth differentiation by selective activation of 
physical instrumentalities within the casino. 

■ Fertitta, III et al., Patent No. US 6,302,793 B1 issued on 16 October 

2001 which teaches a multi-property player tracking system 

■ Beaulieu et al., Publication No. US 2004/0023709 filed on 5 August 

2002 which teaches a gaming apparatus and gaming method 

■ Webb et al., Publication No. US 2003/0060277 filed on 3 September 
2002 which teaches a gaming device with an increasing goal 
advancement game 

• D'Amico et al., Publication No. US 2004/0077408 A1 filed on 21 
October 2002 which teaches a gaming award method and apparatus 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dalpreet S. Saluja whose telephone number is (571). 
270-1834. The examiner can normally be reached on Monday-Thursday, 7:30AM-5PM 
est, ALT Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (INUSA OR CANADA) or 571-272-1000. 




